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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains

1 through 3 and 5 through 12. In an Anmendnent After Final'?

The anmendnent was submitted in response to the new ground
of rejection in the Answer.
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(paper nunber 9), clains 1 and 5 through 7 were anended.
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The di sclosed invention relates to a nethod and appar at us
for filling in a formwth a data processing system

Clains 1 and 11 are illustrative of the clained
i nvention, and they read as foll ows:

1. A nethod of filling in a formwith a data processing
system conprising the steps of:

a) providing a paper path with a scanner | ocated
upstream from a neans for printing on paper;

b) locating said formon said paper path;

c) locating a segnent of said form adjacent to said
scanner;

d) scanning said segnent of said formwth said
scanner and di spl ayi ng said scanned segnent on said data
processi ng system

e) accepting information in selected | ocations on
said scanned segnent;

f) maintaining said formon said paper path and

advanci ng said form al ong said paper path so as to
nove said scanned segnment from said scanner to said nmeans
for printing on paper;

g) printing said information in said selected

| ocati ons on sai d scanned segnent with said neans for
printing on paper and repeating steps c)-g) with a next
segnent unti | said form has been conpl et ed.
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11. An apparatus for filling in a form conpri sing:
a) a user interface;

b) a data processing system connected to said user
i nterface;

c) a printer connected to said data processing
system said printer further conprising neans for printing
on paper, a paper path | ocated adjacent to said neans for
printing and a scanner | ocated adjacent to said paper path
and upstream along said paper path from said neans for

printing, said scanner being | ocated a distance along said
paper path from said nmeans for printing, said distance
being | ess than a l ength of said form

The references relied on by the exam ner are:

Vol | ert 4,755, 877 Jul. 5
1988
Maki har a 5,129, 053 Jul . 7,
1992
H rose et al. (H rose) 0 232 905 Aug. 19,
1987

(publ i shed European Patent Application)

Clains 1 through 3 and 5 through 12 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over Mkihara in view of
Hi r ose.

Claims 1 through 3 and 5 through 12 stand rejected under
35 U.S.C. § 103 as bei ng unpatentabl e over Makihara in view of
Vol lert.

Reference is made to the briefs and the answers for the
respective positions of the appellants and the exam ner.
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CPI NI ON

At a mninmm apparatus clains 11 and 12 on appea
require a scanner and a printer |ocated adjacent a paper path
Wi th the scanner positioned upstream al ong the paper path from
the printer. The Figure 11 and the Figure 18 enbodi nents of
Hi rose disclose such structure in a word processi ng/ data
processi ng system In both enbodi nents, the user interface to
the word processor is a keyboard. The Figure 11 enbodi nent
di scl oses “a printer [109] connected to said data processing
system said printer [109] further conprising neans for
printing on paper [135], a paper path [P,-P,] |ocated adjacent
to said neans for printing [109] and a scanner [108] | ocated
adj acent to said paper path and upstream al ong sai d paper path
fromsaid neans for printing, said scanner being | ocated a
di stance al ong said paper path from said nmeans for printing,
said di stance being less than a length of said form” In
Figure 11, the rollers 129, 130, and 138 are “neans for noving
said formby said neans for printing and said scanner.” The
Fi gure 18 enbodi nent of Hirose has a scanner 208 and a printer
209 | ocated adjacent to a paper path Py-P,,. The scanner is

| ocat ed upstream fromthe printer along the paper path, and
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the di stance between the scanner and the printer is |ess than
the length of the paper. The Figure

18 enbodi nent al so uses rollers to nove the paper by the
printer and the scanner. Nothing in clains 11 and 12 requires
the scanner to interact with the paper in the paper path.

In view of the foregoing, we find that all of the
limtations of apparatus clains 11 and 12 read directly on the
Figure 11 and Figure 18 enbodinents of Hirose. |In affirmng a
multiple reference rejection under 35 U S.C. § 103, the Board
may rely on one reference al one w thout designating it as a

new ground of rejection. |In re Boyer, 363 F.2d 455, 458, n.2,

150 USPQ 441, 444, n.2 (CCPA 1966); In re Bush, 296 F.2d 491,

496, 131 USPQ 263, 266-67 (CCPA 1961). Thus, the obvi ousness
rejection of clainms 11 and 12 is sustai ned based upon the
teachi ngs of Hirose consi dered al one.

The remai nder of the clains on appeal require interaction
bet ween the scanner and the paper in the paper path. As
I ndi cated supra, the scanners in the two noted enbodi nents of
Hi rose do not interact with the paper in the paper path. 1In
the Figure 4 enbodi nent of Hirose, there exists a first paper
path P,-P, for the scanner 8, and a second paper path P,-P, for
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the printer 9. Accordingly, the Figure 4 enbodi nent of Hirose
| acks a paper path with both a scanner and a printer adjacent
toit or onit. The reference to Maki hara does not provide
any di scussion concerning the relative |ocations of the
scanner 3 and the printer 4 with respect to any paper path.
Even if such information were provided in Mkihara, the

rel evance of this reference eludes us in that we agree with
the appellants (Brief, page 7) that “Mki hara utilizes ful

si ze scanners, wherein the entire docunent is scanned at one
time.” In summary, the differences between clains 1 through 3
and 5 through 10 and the teachings and suggesti ons of Maki hara
and H rose are too nunerous for the exam ner to fashion a

pl ausi bl e conbi nati on of their teachings. |n any event,

nothing is found in the answers that convinces us that the

exam ner has presented a prinma facie case of obvi ousness based
upon the conbi ned teachings of Mkihara and Hrose. As a
result thereof, the obviousness rejection of clains 1 through
3 and 5 through 10 based upon the teachings of Mkihara and
Hirose is reversed.

Turning next to the obviousness rejection of clains

1 through 3 and 5 through 12 based upon the teachings of
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Maki hara and Vol lert, we find that the teachings of Vollert
add very little to the irrelevant teachi ngs of Mkihara. Wen
the scanner 6 is used in a facsimle node, all of the sheet 11
is scanned (colum 5, line 67 through colum 6, line 3), and
when the scanner 6 is used in a copier node, the entire sheet
is scanned (colum 6, lines 12 through 29). The cl ai ned
requi renent that the scanner be upstream al ong the paper path
fromthe printer can never be net by Vollert because the
scanner 6 and the printer
4 are nmounted in a side-by-side arrangenent (colum 6, |ines
29 through 36; Figure 2) (Reply Brief, pages 5 and 6). In
sunmmary, the obviousness rejection of clainms 1 through 3 and
5 through 12 based upon the teachi ngs of Mkihara and Vol |l ert
Is reversed because we agree with appellants’ argunment (Reply
Brief, page 6) that “[c]onbining Maki hara with Vollert to
achi eve Applicants’ invention will not work.”
DECI SI ON

The decision of the exam ner rejecting clains 1 through
3 and 5 through 12 under 35 U S.C. § 103 is affirnmed as to
clains 11 and 12, and is reversed as to clains 1 through 3 and

5 through 10. Accordingly, the decision of the examner is
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affirned-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

KWH: hh

AFFI RVED- | N- PART

JAMES D. THOVAS
Adm ni strative Patent Judge

KENNETH W HAI RSTON
Adm ni strative Patent Judge

ERROL A. KRASS
Adm ni strative Patent Judge
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Geof frey A Mantooth

Wfford, Fails, Zobal & Mantooth
110 West Seventh, Suite 500

Fort Worth, TX 76102
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